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Detailed Action 

Claims 8-13 are pending in this application. 
Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 8-9, drawn to a process for preparing 2-dihaloacyl-3-amjnoacrylic 
esters, classified in class 560, subclass 170. 

II. Claim 10, drawn to 2-dihaloacyl-3-aminoacrylic esters, classified in class 
560. 

III. Claims 11-12, drawn to a process for preparing 3-dihalomethylpyrazole-4- 
carboxylic esters. 

IV. Claim 13, drawn to 3-dihalomethylpyrazole-4-carboxylic esters. 
Groups I and II are related as process of making and product made. The 

inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). The product of Group II can be made by condensation methods. 

Groups III and IV are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and. materially different product or (2) 
that the product as claimed can be made by another and nriaterially different process 
(MPEP § 806.05(0). The product of Group I can be made by carboxylation methods. 
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Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction were not 
required because the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter and also because of their different classifications, 
restriction for examination purposes as indicated is proper. 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 

* 

AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 1 12. Until all claims to the elected product 
are found allowable, an othenA/ise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821.04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
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in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01. 

t 

During a telephone conversation with Richard Henderson on 1/5/07 a provisional 
election was made to prosecute the Invention of Group I, claims 8-9, with traverse. 
Applicants elected the base, 2-methyl-5-ethylpyridine from claim 9. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 10-13 are 
withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn 
to a non-elected invention. 

Applicant's election of "2-methyl-5-ethylpyridine" as a base is acknowledged 
herewith. In view of prior art found while examining the elected species, which clearly 
renders the claims unpatentable, the election is granted force and effect. Accordingly, 
the claims have been examined solely to the extent of the elected species. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 
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Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 

I 

record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art. the evidence or admission may be used in a rejection 
under 35 U.S.C.103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or niore of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of Inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

IDS 

The information disclosure statement (IDS) filed on 4/18/2006 is acknowledged. 
The submission is In compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
infomnation disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Angelov (Synthesis 2003, 14, 2221-2225), in view of Takahashi et al. (US 6,388,124). 

Angelov teaches the synthesis of acylamino esters (page 2222, compounds 2). 
The haloacylamino esters (page 2222, compounds 2) are synthesized from reacting an 
acid halide with an alkylamino ester (page 2222, compounds 1), in a water-immiscible 
organic solvent (CH2CI2) in the presence of a base (EtaN, triethylamine) (page 2221, 
second column, second paragraph, first two lines). 

However, Angelov does not exemplify the synthesis of 2-dihaioacyl-3- 
aminoacrylic esters which contain both hialogens and ester groups in the molecule, nor 
does Angelov teach Applicant's elected base, 2-methyl-5-ethylpyridine. 

Nevertheless, Angelov does exemplify the synthesis of compounds that contain 
halogen groups (page 2222, compounds 2h-2n) and ester groups (page 2222, 
compounds 2b-2c). Therefore Angelov teaches the equivalency of substituting halogen 
groups for hydrogen and ester groups for carbonyl groups to synthesize 2-dihaloacyl-3- 
aminoacrylic esters. 

Takahashi et al. teaches the equivalency of triethylamine and 2-methyl-5- 
ethylpyridine (same as 5-ethyl-2-methylpyridine) (column 3. lines 46-49) in the synthesis 
of dihalo compounds (see abstract). 

Therefore it would be prima facie obvious to one of ordinary skill in the art to 
substitute halogen groups for the hydrogen groups, and ester groups for the carbonyl 
groups, in Angelov's compounds 1 and 2. Also it would be prima facie obvious to 
substitute the 5-ethyl-2-methylpyridine base of Takahashi et al. for the triethylamine 
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base of Angelov, with the reasonable expectation of achieving the synthesis of 2- 
dihaloacyl-3-aminoacrylic esters in high yield, absent evidence to the contrary. 

Any inquiry concerning this communication or earlier communications from the 

« 

examiner should be directed to Jennifer Y. Cho wliose telephone number is (571) 272 
6246. The examiner can normally be reached on 9 AM - 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on (571) 272 0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomriation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 



system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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